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THE PROPOSED COURT OF PATENT APPEALS 

EXPERIENCE has demonstrated that nowhere was the foresight 
and wisdom of, the framers of the Federal Constitution more 
clearly shown than when they embodied in that instrument the pro- 
vision that to encourage progress in science and the useful arts, 
Congress should have authority to secure to writers and inventors 
for limited times, exclusive rights to their productions. 

When the Federal Constitution was drafted, the manufacturing 
industries of this country were insignificant. Since then the indus- 
trial progress of the United States has been one of the marvels of the 
world's history and this progress and the supremacy of American 
manufacturers have been due in no small degree to the inducements 
held out by the Federal Patent system. The enactments of Congress 
under this clause of the Constitution have been for the most part wise 
and liberal, and nearly 900,000 patents for inventions have been 
granted. 

While a few of these inventions have been of a revolutionary 
character, by far the greater number have been for the relatively 
slight improvements, seemingly insignificant of themselves, but 
which in the aggregate have marked the advance from the first crude 
idea to the perfected marvel of modern mechanism. The evolution 
of the railway locomotive, from the De Witt Clinton of early days to 
the intricate powerful mechanism which annihilates space and carries 
the traveler between Chicago and New York in eighteen hours, 
has been marked by thousands of inventive ideas which have grad- 
ually solved the problems which confronted the earlier workers in 
the art and which have been embodied in thousands of patents 
granted to those whose ingenuity has made the modern locomotive 
a possibility. 
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This same history is true of all branches of industry and the hope 
of reward held out by the patent system has been no small factor 
in stimulating research and experiment. 

Our industrial development and the growth of the patent system 
have gone hand in hand and, as the records of the Patent Office 
show, this growth has been almost, if not quite, in a geometrical 
ratio. Almost every Commissioner of Patents of recent years has 
granted, during his term of office, nearly as many patents as were 
granted by all of his predecessors, and, although the first patent for 
an invention was granted by the United States Government in 1791 
and nearly 900,000 patents have been granted to date, and the term 
of United States Letters Patent is only seventeen years, nevertheless 
over 400,000 patents, nearly fifty per cent of all which have been 
granted, are still in force. At the present time the Patent Office is 
granting in the neighborhood of 40,000 patents and examining about 
60,000 applications per year. 

As a result of these conditions, and notwithstanding the admirable 
system which prevails in the Patent Office, it necessarily follows 
that many patents are granted which purport to secure exclusive 
rights for seventeen years against the entire public as to mechanisms 
which, in fact, are of common right either because of prior public 
uses of which the Patent Office has no record, or because disclosed 
in some prior patent or patents which have been overlooked by the 
Patent Office Examiners, or because of a difference in judgment 
between the courts and the Patent Office as to whether the patented 
matter is such a departure from what was known to be old as to 
constitute invention. Consequently many patents are held by the 
courts to be invalid and, although a patent purports on its face to 
give the patentee the right to exclude all others from making, using 
or selling the patented apparatus or process for a period of seven- 
teen years, the courts are loath, in the first instance, to protect this 
prima facie right by granting a preliminary injunction against the 
alleged infringer. It follows that in most instances a patent is of no 
value to secure exclusive rights to the patentee until after it has gone 
the full length of contested litigation including a decision by the 
court of last resort. 

Prior to the creation of the United States Circuit Court of Ap- 
peals, all appeals in patent cases went directly from the United 
States Circuit Courts, which have exclusive jurisdiction in the first 
instance, to the United States Supreme Court. Although technically 
a decision, even by the United States Supreme Court, holding a 
patent invalid is not a decision in rem invalidating the patent, but 
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is merely an adjudication as between the parties to that particular 
suit, yet the effect of such a decision, with few if any exceptions, has 
been the same as if it were a judgment in rem, and when once a 
patent is held invalid by the United States Supreme Court the cases 
are rare indeed when the general public is not perfectly safe in 
thereafter disregarding that patent. 

When, however, the Supreme Court docket became so congested 
that cases appealed to it could not be decided until several years 
after reaching that court a patentee was indeed fortunate if he 
could obtain a final decision as to the validity and scope of his patent 
within five years after its grant. More often ten years of the life 
of a patent expired before the status of the patent was so definitely 
determined that, on the one hand, the public would know whether 
or not it must respect the patent, or the patentee, on the other hand, 
would be in enjoyment of the exclusive rights which the patent 
purported to grant to him. 

When the United States Circuit Court of Appeals was created, it 
was thought that speedy justice would be assured by dividing the 
appellate work between nine courts of appeals which would 
promptly dispose of all matters appealed to them. These United 
States Courts of Appeals were given final jurisdiction in all cases 
arising under the patent laws of the United States subject, of course, 
to the ever present authority of the Supreme Court to call any cause 
before it by writ of certiorari. 

The years which have passed since the Courts of Appeals were 
established have demonstrated, however, that neither the public nor 
the patentee is any better off than under the old system, for, since 
the decision of the Court of Appeals of any one Circuit is of no 
binding effect in any other Circuit, even in the Circuit Courts, and 
the rule laid down by the United States Supreme Court in Mast, 
Foos & Co. v. Stover Manufacturing Co. (177 U. S. 485), has so 
modified the old doctrine of comity that it has been whittled away 
to the vanishing point, we are confronted by the fact that we have 
nine courts of last resort, each supreme in its own circuit, and each 
free to construe a patent as the same may appeal to it. As a result, 
when a patent case has been decided by a Circuit Court of Appeals, 
the patentee, if he is at all persistent and if the decision is adverse 
to him, immediately seeks an opportunity to re-litigate the patent in 
some other Circuit against some other infringer in the hope either 
of obtaining a decision which shall be more favorable to him, either 
as to the validity of his patent or as to the scope of its claims. 

Meanwhile the public is not safe in using the invention because the 
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public knows that any one of the other eight Courts of Appeals may 
arrive at a different conclusion and may so sustain the patent or 
construe it as to the scope of its claims as to make any use of the 
patented device dangerous, and, even in the Circuit in which the 
patent was first passed upon, no one is safe in using the patented in- 
vention because of the possibility that the case may ultimately reach 
the Supreme Court by a writ of certiorari, in case of a conflict be- 
tween different Courts of Appeals, and the Supreme Court may 
then sustain the patent. 

On the other hand, if the patentee prevails in the circuit in which 
his patent is first litigated, there is always a probability that he may 
have to make the same fight over again in other circuits as against 
other infringers. 

The complications which have actually arisen from this situation 
would make a long and interesting story, but it is not possible to even 
briefly review them in this article. Suffice it to say that these com- 
plications are not theoretical, but are very real, and differences of 
opinion between Circuit Courts of Appeals of different circuits as 
to the same patent and upon substantially the same record, are not 
at all uncommon. That such differences give rise to a situation 
which complicates business affairs and which leaves the inventor and 
the public quite at sea and which involves extended and repeated 
litigation, with all of the delay, expense and annoyance incident 
to it, is obvious. 

It is the general impression that where there is such a conflict be- 
tween Circuit Courts of Appeals, the United States Supreme Court 
will grant a writ of certiorari as a matter of course, but such is not 
the case. Except for one or two very general pronouncements, that 
Court has carefully refrained from stating under what conditions 
it will or will not grant the writ of certiorari, but in recently going 
through a card index of all applications for this writ which have 
been presented to the United States Supreme Court, the writer of 
this article found that about fifty per cent of such petitions which 
were based upon a conflict of decisions were denied by the Supreme 
Court. 

But even if the writ of certiorari should be granted as a matter 
of right in case of such conflict of decisions, it will be realized that 
in the ordinary course of patent litigation, a litigant cannot hope 
to bring two successive suits to a final hearing in separate Courts 
of Appeals in less than four or five years and, if the writ is granted, 
the case will not be disposed of in the Supreme Court in less than 
a year longer, so that at least five or six years of the life of the patent 
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will be lost before the status of the patent is definitely determined 
and, meanwhile, in case the patent is held to be invalid, the patentee 
will have been using his patent as a threat to keep many manufac- 
turers from using that which they have a perfect right to use. On 
the other hand if the patent is ultimately sustained the patentee will 
have been deprived of at least one-third of the life of his patent and 
with no probability of any adequate recovery to compensate him for 
such loss. 

These considerations have made it clear that in our judiciary sys- 
tem there should be a provision whereby a patent grant which, on 
its face purports to be good for the whole country and against the 
entire public, may be speedily passed upon by a Court of last resort 
having such authority that its decision shall be co-extensive with the 
territory covered by the grant of the patent, so that, on the one 
hand, if the patentee prevails, he may have his patent rights respected 
throughout the entire country and may be protected by a prelimin- 
ary writ of injunction and, on the other hand, if such court of last 
resort holds his patent to be invalid, that pronouncement will be 
made for the benefit of the entire public at the earliest possible 
moment, and the public will know that it is free to use that for which 
a patent should never have been granted. 

It is to provide such a court that it has been proposed to create 
a Court of Patent Appeals. 

So far as I am aware, the basis of the present plan for such a court 
was first suggested several years ago, at a meeting of the American 
Bar Association, by Mr. Frederick P. Fish, of Boston. The Asso- 
ciation referred the matter to its Committee on Patent, Trade-Mark 
and Copyright Law and a Bill was very carefully prepared providing 
for such a Court. 

This Bill was reported to the meeting of the American Bar Asso- 
ciation the following year and was unanimously endorsed by that 
Association. Further discussion and correspondence with leading 
members of the bar and with judges of the various Federal Courts 
suggested certain changes in the Bill from time to time. . The Bill in 
its present form was submitted to the American Bar Association at 
its meeting held at Portland, Maine, in August, 1907, and after 
discussion in open meeting was unanimously endorsed and the Com- 
mittee on Patent, Trade-Mark and Copyright Law of that Associa- 
tion was authorized to use all efforts to have the Bill introduced and 
passed. 

In providing for such a Court, two general plans were suggested, 
the first to create a court of five judges, to hold office for life and to 
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have final jurisdiction on appeal from the Circuit Courts in all cases 
arising under the patent laws of the United States. It was believed 
by those interested in framing this Bill that such a specialized Court, 
with a life tenure of office, would be in grave danger of becoming 
extremely narrow and technical, because a jurisdiction limited strict- 
ly to questions arising under the patent laws of the United States 
would be very narrow as compared with that of any Court of gen- 
eral jurisdiction, although the cases coming before that Court would 
involve very large interests and would, at times, involve very broad 
questions. 

The alternative plan which was adopted by the Committee and by 
the American Bar Association, provides that the Presiding Justice 
shall be appointed for life, by the President of the United States, with 
the approval of the Senate, and that the four associate judges shall 
be assigned to the Court of Patent Appeals by the United States 
Supreme Court. These associate judges may be assigned from either 
the circuit or district bench, and, after the first assignments, they 
shall be designated to sit in the Court of Patent Appeals at Wash- 
ington for a term of six years, subject to re-designation at the end 
of that time. While sitting in the Court of Patent Appeals the asso- 
ciate judges will receive a salary of $11,500 per year. 

The following advantages are claimed for this plan: 

First. It creates only one new judgeship. 

Second. It enables the United States Supreme Court to select 
for service on the Court of Patent Appeals those judges who have 
shown by their service in the Circuit Courts that they are experienced 
and qualified in deciding patent causes. 

Third. It will send back to the Circuit Courts from time to time 
judges who have for a period of years had special training in the 
Court of Patent Appeals in deciding patent causes. 

Fourth. By abolishing the appellate jurisdiction in patent causes 
of the Circuit Courts of Appeals, judges can be spared from the Cir- 
cuits to sit in this Court of Patent Appeals, because this plan in- 
volves no additional litigation, but merely redistributes work which 
would otherwise have to be handled by the Courts of Appeals and, 
indeed, by removing the incentive for bringing successive suits 
in different Circuits upon the same patent, this plan will tend to 
lessen the amount of patent litigation. 

Fifth. By abolishing the jurisdiction of the Courts of Appeals in 
patent causes, there will be no reason why any Circuit or District 
judge should not hear any patent case at nisi prius, whereas at the 
present time it has often occurred that the Circuit judges who sit in 
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the Courts of Appeals will not hear patent causes in the first instance 
because they do not wish to disqualify themselves from hearing such 
causes on appeal. 

Finally, and not the least advantage of this plan, is the fact that, if 
in practical working it should not prove to be the better plan, it may 
be readily changed to a life tenure plan by an amendment of the 
law at any session of Congress providing that the President shall 
appoint the four associate judges for life. 

A careful examination of the dockets of the various Circuit Courts 
of Appeals shows that the volume of patent litigation, while sufficient 
to occupy a single appellate Court, is yet within such limits that such 
a Court would be able, for many years to come, to keep up with 
its docket, so that within a few months after any patent had 
been passed on at final hearing by a Circuit Court it would be pos- 
sible to obtain a decision by the Court of Patent Appeals whereby, on 
the one hand, the patent, if invalid, would be so held and the public 
rights protected at the earliest possible moment, and, on the other 
hand, if the patent should be sustained,, the public would be promptly 
so notified by the decision of the Court of Patent Appeals and the 
patentee could immediately protect his patent by injunction through- 
out the United States subject, of course, to any new defense which 
might be established to the satisfaction of the Court in any subse- 
quent litigation. 

The Bill creating this Court of Patent Appeals is now pending in 
Congress as House Bill No. 14047 and Senate Bill No. 3 161. Copies 
of the Bill may be had upon application and the Committee of the 
American Bar Association having this matter in charge earnestly 
asks the support of all lawyers to whom this plan -commends itself, 
because this is a matter which vitally concerns every manufacturer in 
the United States and which ought to receive the support of their 
general attorneys as well as of the attorneys whose time is more par- 
ticularly devoted to patent litigation. Furthermore, any measure 
which will relieve the Courts of Appeals of a part of the work now 
done by them will, of course, facilitate the disposition of other cases 
pending in those Courts and, in that way also, the creation of the 
Court of Patent Appeals is a matter of interest to the general at- 
torney. 

Otto Raymond Barnett. 
Chicago. 



